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Group Art Unit 3636 



Applicant 


Minkow, et al 


Appeal No. 


2004-1807 


Appl. No. : 


09/878,719 


Filed : 


June 11,2001 


For : 


BICYCLE SADDLE WITH CUTOUT 


Examiner 


A. Barfield 



REQUEST FOR CORRECTION OF BOARD OF PATENT APPEALS AND 
INTERFERENCES DOCKETING NOTICE 



Mail Stop INTERFERENCE 

Board of Appeals and Interferences 

United States Patent and Trademark Office 

P.O. Box 1450 

Alexandria, VA 22313-1450 



Dear Sir. 

This is to request that the Board of Patent Appeals and Interferences Docketing Notice 
be corrected to reflect receipt of the Reply Brief filed on July 7, 2003 . 

Enclosed please find a copy of the Reply Brief as filed on July 7, 2003, a date stamped 
copy of the return prepaid postcard, and the Board of Appeals and Interferences Docketing 
Notice. i 

We understand from an earlier conversation with Examiner Barfield, that the Reply 
Brief filed on July 7, 2003 along with the request for Oral Hearing was received by the 
United States Patent and Trademark Office. 
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In view of the foregoing, this is a request for correction of the Board of Patent 
Appeals and Interferences Docketing Notice. 



Respectfully submitted, 



. < 



KNOBBE, MARTENS, OLSON & BEAR, LLP 



Dated: 



By> 



Edward A. Schlatter 
Registration No. 32,297 
Attorney of Record 
Customer No. 20,995 
(949) 760-0404 
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Docket No. SPECBIC.OJ 



In re application of 
Appl. No. 
Filed 
For 

Examiner 
Art Unit 



Minkow, et aL 
09/878,719 
June 11, 2001 

BICYCLE SADDLE WITH 
CUTOUT 

A. Barfield 

3636 



£sTOMER NUMBER 20995 
Date: My 7, 2003 
^ Page 1 



I hereby certify that flits correspondence and all 
marked attachments are being deposited with die 
United States Postal Service as first-class mail in 
an envelope addressed to: Mafl Stop Appeal 
Brief-Patenta, U.S. Patent and Trademark Office, 
P.O. Box 1450. Alexandria, VA 22313-J4S0. on 
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Edward A. Schlatter, Reg. No. 32,297 



Mail Stop Appeal Brief-Patents 

U.S. PATENT AND TRADEMARK OFFICE 

P.O. Box 1450 t 
Alexandria, VA 22313-1450 

Sin 

Transmitted herewith is a Reply Brief to the Board of Patent Appeals are: 

(X) Appellants hereby request an oral hearing. The fee set forth in 37'C.F.R. 1 17(d) 
enclosed. 
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(X) A check in the amount of $140 to cover the foregoing fees is enclosed. 

(X) Please charge any additional fees or credit overpayment to Deposit Account No.; 11-1410. 

(X) Return prepaid postcard. < 



Edward A. Schlatter 
Registration No. 32,297 
Attorney of Record 
Customer No. 20,995 
(949) 760-0404 
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Examiner 


: A Barfield. 
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Dear Sir: 

Appellants hereby request an Oral Hearing in this Appeal. ^ 

Respectfully submitted, 

KNOBBE, MARTENS, OLSON & BEAR] LLP 



Dated: 




4 



By: 



Edward A Schlatter 
Registration No. 32,297 
Attorney of Record 
Customer No. 20,995 
(949) 760-0404 
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QN APPEAL TO THE BOAR D OF PATENT APPEALS AND INTERFRRRMrFS 

REPLY BRIEF ; 



Assistant Commissioner for Patents 
P.O. Box 2327 
Arlington, VA 22202 

Dear Sir: 

l 

to reply to the Examiner's Answer, mailed on May 6, 2003 as Paper #20 in the above- 
captioned patent application, Appellant submits the following Reply Brief. Claims 25 and 26 
remain pending in the application, a copy of which are attached hereto as Appendix A ! 

The following remarks directed at specific Sections contained in the Examiner's Answer 
will be identified by a corresponding heading. This Reply Brief is being filed in triplicate. Please 
charge any additional fees which may be required to Deposit Account No. 1 1-1410. ^ 
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I. REMARKS IN RESPONSE TO EXAMINER'S ANSWER 

A. Section 2 Related A ppeals and Interferences 
The Examiner's Answer, at Section 2, states that "[t]he brief does not contain a statement 

identifying the related appeals and interferences." To the contrary, the brief, in Section 2 on page 2 
clearly states that there are no known interferences that will directly affect the Board's decision in 
the pending appeal. 

B. Section 6 Issues j 

The Examiner's Answer, at Section 6, states that "[t]he appellant's statement of the issues 
in the brief is substantially correct. The changes are as follows: C. Whether claim 26 is properly 
rejected under 35 U.S.C. 103(a) as being unpatentable over Henderson." j 

To the contrary, Appellant's statement of the issues contained in the brief correctly states 
the issue as presented in the Final Office Action, mailed on June 4, 2002. According to the Final 
Office Action, claim 26 was rejected under 35 U.S.C. 103(a) "as being unpatentable over Wheeler 
in view of Henderson." 

In addition, the Examiner's Answer, at Section 6, states that the proper issue is "[wjhether 
claim 26 is properly rejected under 35 U.S.C. 103(a) as being unpatentable oyer Plus 

Advertisement f 

1 v 

Likewise, Appellant's statement of the issues contained in tiae brief correctly states the 
issue as presented in the Final Office Action, which asserts "Claim 26 is rejected under 35 U.S.C. 
103(a) as being unpatentable over Wheeler in view of Plus." ' 
C Sec tion 7 Groaning nf riaime 

The Examiner's Answer, at Section 7, states that "[fjhe rejection of claims 25 and 1 26 stand 
or fall together because Appellant's brief does not include a statement that this grouping of claims 
does not stand or fall together and reasons in support thereof." Appellant disagrees with the 
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Examiner's conclusion and the rationale used to reach it Specifically, 37 CFR 1.192(c)(7) states 
that "[f]or each ground of rejection which appellant contests and which applies to a group of two 

or more claims, the Board shall select a single claim from the group and shall decide the appeal as 

v 

to the ground of rejection on the basis of that claim alone unless a statement is included that the 

1 
^ 

claims of the group do not stand or fell together, and in the argument under paragraph (c)(8) of this 
section, appellant explains why the claims of the group are believed to be separately patentable," 
(emphasis added). Therefore, in order for a group of claims to stand or fall together, thejy must by 
grouped under a single ground of rejection. The pending claims do not meet this prerequisite. 

There are two pending claims. Each claim is independent and has been rejected separately 
under distinct grounds of rejection. Specifically, Claim 25 stands rejected under 35 U.S T C. 102(b) 
as anticipated by Henderson, and also under 35 U.S.C. 102(b) as anticipated by Plus, i Claim 26 
stands rejected under 35 U.S.C. 103(a) as being unpatentable over Wheeler in view of Henderson, 
and also under 35 U.S.C. 103(a) as being unpatentable over Wheeler in view of Plus. v 

Therefore, the claims are not grouped under a single ground of rejection. In fact, not only 
are different references used to reject each claim, the claims are not even rejected under a common 
statute. Consequently, even in the absence of an explicit statement by appellant that the claims do 
not stand or fall together, according to 37 CFR 1.192(c)(7), the claims do not stand or fall together 
and a statement and reasoning in support thereof is not required. I 

n. RESPONSE TO EXAMINER'S ARGUMENT 
^ Henderson does not teach a frame d efining a first support surface at said front end 

of saddle... generally widening from front to hack. 

The Examiner argues that Henderson shows a frame bent from wire "whichi < forms a 
support surface (the top surface of the bent wire), which extends 'perimetrically' from a^first 
outer side continuously to a second outer side and 'generally' widens from a front to back." 

! 
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However, the claim requires a "first support surface at said front end of saddle... 

generally widening from front to back." According to the claim language, the frame defines "a 

t 

front end, a back end, ... a first outer side and a second outer side." The frame further defines "a 
first support surface... [that is] generally widening from front to back." Notably, the frame 
defines & front end and a back end, while the support surface widens from front to back. Hence, 

i 

the usage of the terms "front end" and "back end" refer to the frame, while the terms "front" and 
"back" are used to refer to the support surface. Therefore, the claim requires tixs first support 
surface to generally widen from front to back at the front end of the saddle. However„since the 
support surface extends from the first outer side to the second outer side (of the frame), then the 
frame also widens from front to back at the front end of the saddle. 

In Appellant's Appeal brief, Appellant sought to distinguish Henderson by mstinguishing 
the frame. While it may be argued that the frame of Henderson generally widens from front to 
back at the front end of the saddle, Henderson does not teach a frame defining a support surface 
which widens from front to back at the front end of the frame. 

To the extent that a round cross-sectioned wire can be considered to provide a surface, 
the surface provided by the wife of Henderson does not "generally widen from front to back." 
To the contrary, the wire of Henderson has a round cross section as seen in Figures! 5 and 6, 
which apparently maintains a fairly constant cross-section as it defines the perimetier of the 
frame. Therefore, Henderson does not anticipate the invention of Claim 25. Furthermore, 
Henderson does not provide at least this teaching to support an obviousness rejection iof Claim 
26. i 
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& The grooves of Henderson and Pins ar e not of sufficient size to relieve pressure on 

the pudendal arteries. 

It is the Examiner's position that 'the grooves as shown by both Henderson and the Plus 

! 

are of sufficient size to inherently provide 'an open space for relieving pressure on ^'pudendal 
arteries' of a particular user depending on the size of the user's genital region." . v 

Appellant maintains the argument that the grooves shown by both Henderson and the 
Plus are not sufficiently sized to provide the claimed benefits of Claim 25. There is no evidence 

i 

to support the Examiner's assertion mat the Henderson and Plus grooves are sufficiently sized to 

relieve pressure on the pudendal arteries, nor does Henderson or Plus provide a groove that is 

i 

approximately one inch wide at a location midway between the front end and the back end of the 

i 

frame, as recited in Claim 26. 

Male infertility has only recently been linked to bicycle saddles. As such, Henderson, 
which issued in 1897, had no motivation to provide a saddle to meet this need. While early 
bicycle saddles attempted to relieve pressure on a rider's perineum and/or tailbbne (See 
Wheeler), a different structure is required to relieve pressure on a rider's pudendal arteries. 

The saddle of Claim 25 is specifically configured to alleviate erectile dysfunction by 

f 

relieving pressure on a rider's pudendal arteries. Based upon the medical research conducted by 
Dr. Minkow, he states in his declaration that the saddle of Henderson provides a groove that is 
"too narrow to be therapeutically effective with regard erectile dysfunction." He further states 
that "to be effective in preventing erectile dysfunction in an adult male, this cutout or groove 
must be of sufficient size to underlie and relieve pressure on the pudendal arteries of a seat 
occupant." Henderson provides a groove that is apparently only about one-half inch wide at a 
location midway between the front end and the back end of the frame, and therefore does not 
provide a saddle that relieves pressure on the pudendal arteries as required by Claim 25 ^ 
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Likewise, the Plus saddle does not relieve pressure on the pudendal arteries as recited in 

i 

Claim 25. In his declaration, Dr. Minkow states the Plus saddle likewise has a central groove 
that is "far too narrow and too shallow to provide the benefits" of the claimed saddle. Thus, the 
Plus saddle does not relieve pressure on the pudendal arteries and therefore does not anticipate 
Claim 25. 

i 

The Examiner, in the Examiner's Answer, further states that "a recitation of the intended 
use of the claimed invention must result in a structural difference between the claimed invention 
and the prior art in order to patentahly distinguish the claimed invention from the prior ait." 
Appellant submits that this recitation of intended use does result in a structural difference that 
patentahly distinguishes the claimed invention from the prior art. According to M.P.E.P. § 
2173.05(g), "[a] functional limitation must be evaluated and considered, just like any other 
limitation of the claim, for what it fairly conveys to a person of ordinary skill in the pertinent art 
in the context in which it is used." One of ordinary skill in the art will recognize that in order to 
"relieve pressure on the pudendal arteries ,» the saddle must have a particular configu<ation and 
structure that redistributes a rider's weight away from the areas surrounding the pudendal 
arteries. Specifically, in order to relieve pressure on the pudendal arteries, a seat must alleviate 
pressure on the areas underlying and immediately adjacent to the pudendal arteries. In the 
claimed embodiments, this is accomplished by providing a groove having sufficient dimensions 
to redistribute the weight of the seat occupant from areas underlying and immedktely|,adjacent 
me pudenda arteries to me ischial tuberosities. ^ 

According to the specification, at page 6, lines 6-9, the typical distance between the 
ischial tuberosities of an adult varies between approximately 2" to about 4 »/,». Accordingly, the 
groove is specifically configured to support the ischial tuberosities, yet provide space underneath 
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the pelvis along the length of ihe pudendal arteries. The prior art saddles do not provide this 
claimed benefit. ! 

As stated in the Declaration by Dr. Roger Minkow, *[tJo be effective in preventing 
erectile dysfunction in an adult male, this cutout and/or groove must be of sufficient size to 
underlie and relieve pressure on the pudendal arteries of a seat occupant. More specifically, the 
cutout and/or groove must be of sufficient width at the appropriate location, such as 'about one 
inch wide at a location that is midway between the front end and the back end of the saddle, to 
provide an effective therapeutic solution." None of the prior art saddles meet the limitations of 
the pending claims, either alone or in combination. 

i 

In addition, modifying the Henderson or Plus saddles to provide the beneficial 

i 

configuration of Claim 26 is not obvious. Not only must a groove in the saddle be provided, but 
the groove must alleviate pressure in anatomically correct areas adjacent and underlying the 
pudendal arteries while redistributing the rider's weight to the ischial tuberosities. Therefore, the 
groove must have at least a minimum width and depth at the appropriate locations to adequately 
relieve pressure in the necessary areas. The saddle of Claim 26 recites that the groove is 
"approximately one inch wide at a location midway between said front end and said back end of 
said frame." The structure recited in Claim 26 provides the necessary pressure relief and weight 
distribution. Neither the Henderson nor the Plus saddles provide a groove suitably configured to 

meet these limitations. i 

i 

In addition, neither the Henderson or Plus saddles teach any motivation for increasing me 
size of their grooves to meet the claimed limitation. Accordingly, the claimed saddle 'of Claim 
26 is not obvious in view of Henderson or Plus, either alone or in combination. 



ZTO® 00 SOUS Z0S609i6*6 XVd TT:ST *00Z/Z0/80 



Cj Henderson does not s how the use of a groove approximately one inch wide at a 

,< 

location midway between the front end and back end of the framp 
In the final Office Action mailed June 4, 2002, the Examiner properly stated that 
Henderson does not show the use of a groove having an one inch width at a location midway 
between the front end and beck end of the frame. The Examiner contends that the groove taught 
by Henderson meets the limitation of "approximately one inch width at a location midway 
between Hie front end and back end of the frame." Appellant argues that one-half iiich is not 

i 

"approximately" one inch. 

As stated in the declaration of Dr. Minkow at paragraph 6, Henderson teaches a groove 
that, "given the apparent scale of the drawing, appears to be approximately one-half inch wide at 
a location midway between the front end and the back end of the frame." While the Henderson 
specification-is silent as to the benefit of the groove, we can reasonably conclude that it provided 
some desired benefit However, it is not an obvious design choice to rely on hindsight and 
double the size of the Henderson groove to arrive at the claimed invention. ' 

Moreover, the Henderson patent issued in 1897, well before erectile dysfimction was 

linked to bicycle saddle use. Henderson had no motivation to configure her saddle as claimed in 

i 

the absence of the desire to alleviate erectile dysfunction by specifically configuring her saddle 
with the necessary structure. Therefore, Henderson does not meet at least this limitation of the . 
Claim 26 and there is no motivation to configure Henderson as such. 

HI. CONCLUSION 

Nothing in the prior art discloses, teaches or suggests the invention recited by the claims 
discussed above. The Examiner maintains that obvious modifications to the cited art saddles result 
in the claimed invention. However, Appellant again points out that saddles have been 
manufactured since at least the mid 1800's, yet not a single saddle has been made that meets the 
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limitations or provides the benefits of the claimed saddle. The final rejection of Clairns ; 25 and 26 
should therefore be reversed. Favorable action to this end therefore is most respectfully solicited'. 



Respectfully submitted, 
KNOBBE, MARTENS, OLSON 



Registration No. 32,297 
Attorney of Record 
2040 Main Street 
Fourteenth Floor 
Irvine, CA 92614 
(949) 760-0404 
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Dated: 





Edward A. Schlatter 
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Appendix A 

25, An ergonomic bicycle saddle, comprising: ' j 

a rigid frame defining a front end, a back end, a front half; a back H&lf, a first 
outer side and a second outer side, said frame defining a first support surface at said front 
end of said saddle extending from said first outer side to said second outer side and 
generally widening from front to back; i 

a resilient padding layer disposed on top of said frame and having a fibnt end, a 
back end, a front half, a back half; a first outer side and a second outer side, said padding 
layer being continuous from said first outer side to said second outer side at said front end 
of said padding layer, and defining an upper surface; . 

a central groove at least partially defined by inwardly facing sides of said resilient 
material which are beveled outward toward said upper surface, said groove extending to 
form a scrotum channel positioned rougfcly in the longitudinal center of said saddle, said 
groove having a leading edge defined by said resilient material, said groove narrowing as 
said groove extends . toward said scrotum channel along a longitudinal axis from 
approximately said back end of said frame; and 

said leading edge of said groove extending forward to about midway through said 
front half of said padding layer; and 

wherein said groove provides an open space for relieving pressure on the 
pudendal arteries. 

26. An ergonomic bicycle seat, comprising: 

a rigid frame defining a front end, aback end, a front half; aback half, ! 
a first outer side and a second . outer side, said frame defining a first support ; 
surface at said front end of said seat extending from said first outer side to 
said second outer side and generally widening from front to back; 

a resilient padding layer disposed on top of said frame and having a 
front end, a back end, a front half, a back half, a first outer side and a second 
outer side, said padding layer being continuous from said first outer side to 
said second outer side at said front end of said padding layer, and defining an ^ 
upper surface; 
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a central groove at least partially defined by inwardly facing sides of 
said resilient material which are beveled outward toward, said upper surface, 
said groove extending to form a scrotum channel positioned roughly in the 
longitudinal center of said seat, said groove having a leading edge defined by ! 
said resilient material, said groove narrowing as said groove extends toward 
said scrotum channel along a longitudinal axis from approximately said back I 
end of said frame; and 

wherein said groove is approximately one inch wide at a location 
midway between said front end and said back end of said frame. 
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United States Patent and Trademark Office 

U rid ei Secretary of Commerce for Intellectual Property and 
Director of the United States Patent and Trademark Office 

PA. Box 1450 
Alexandria, Virginia Z2313-1450 
wvw.uspto.gov 

KMOBBE MARTENS OLSON & BEAR, LLP Paper No: 24 

2040 MAIN STREET Appeal No: 2004-1807 

FOURTEENTH FLOOR Application: 09/878,719 

IRVINE, CA 92614 Appellant: Roger Minkow et al 



Board of Patent Appeals and Interferences 
Docketing Notice 

Application 09/878,71 9 was deceived from the Technology Center at the Board on June 
15, 2004 and has been assigned Appeal No: 2004-1807. 

A review of the file indicates that the following documents have been filed by appellant 

Appeal Brief filed on: February 10, 2003 

Reply Brief filed on: NONE j 

Request for Hearing filed on: July 14,2003 

In all future communications regarding this appeal, please include both the application 
number and the appeal number. j 

The mailing address for the Board is: j 

t 

BOARD OF PATENT APPEALS AND INTERFERENCES 
UNITED STATES PATENT AND TRADEMARK OFFICE 1 
P.O. BOX 1450 
ALEXANDRIA, VIRGINIA 22313-1460 

i 

The facsimile number of the Board is 703-308-7952. Because of the heightened security 
in the Washington D,C. area, facsimile communications are recommended. Telephone 
inquiries can be made by calling 703-308-9797 and should be directed to a Program and 
Resource Administrator. 

By order of the Board of Patent Appeals and Interferences 
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I hereby certify that this correspondence and all 
marked attachments arc bang transmitted via 
facsimile to the USPTO Board or Patent 
Appeals and Interferences Fax No. (703) 308- 
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Transmitted herewith for filing and consideration in the above-referenced application are the following 
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